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This is an appeal fromthe final rejection of clains 14 and
16. dains 9, 11-13 and 15 stand allowed, and clains 1-8 and 10
have been cancel | ed.

The subject matter relates to conpounds useful as water
sol ubl e | aser dyes. Copies of appealed clains 14 and 16 are
attached in the appendi x to this deci sion.

The references relied on by the exam ner are:

Austin et al. (Austin) 3, 956, 300 May 11, 1976
Friedrich et al. (Friedrich) 4, 256, 882 Mar. 17, 1981

Clains 14 and 16 stand rejected under 35 U S.C. §8 103 as
unpat ent abl e over Austin. Further, clains 14 and 16 stand
rejected under 35 U.S.C. 8§ 103 as unpatentable over Friedrich.
We have carefully considered the entire record, including
appel l ants' position as set forth in their briefs, and the
exam ner's position, as set in his answers, and we have deci ded
that we will affirmthe examner's rejections. Since we are in
substantial agreenment with the exam ner's position as set forth
in his answers, we adopt his position as our own.

As noted by the exam ner, Austin discloses xanthene
dyestuffs (colum 1, lines 4-65) of formula (1), in which R and
R may be H R and R* may be sul phoet hyl, and phenyl ring A may
be substituted by a sulfonic acid group. The dyestuffs thus
di scl osed by Austin differ fromthe dyes set forth in claim14 in
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that appealed claim1l4 (and claim 16) require that the xanthene

ring be nmethyl substituted. W agree with the exam ner that the

use of such honol ogues woul d have been prinma facie obvious to one

of ordinary skill in the art since conmpounds with such simlar
structures woul d have been expected to have simlar properties

and utilities. Ex parte Fauque, 121 USPQ 425 (Bd. App. 1954).

Friedrich discloses in Exanple 1 a water sol uble dyestuff of
formula VIII, which differs fromthe dyestuffs in appeal ed clains
14 and 16 in not possessing a second sulfonic acid substituent on
t he benzene ring and not possessing the nethyl substituents on
t he xanthene ring. However, Friedrich teaches that nethyl
substituents on the xanthene ring "are understood” to be within
the di sclosed invention. Further, the nmethyl substituted
dyestuffs are such structurally sim|lar honol ogues that they

woul d have been prima facie obvious to one of ordinary skill in

the art. W agree with the examner that it would have been

prima facie obvious to add an additi onal sulfonic acid

substituent to the benzene ring of Friedrich's dyestuff VIII.
Sul fonic acid substituents are routinely used to inprove the
solubility of water soluble dyes, and we note, for exanple, that

Austin discloses that his xanthene dyes preferably contain "nore
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than one further SOH group” and nay "advantageously contain up

to six sul phonic acid groups."”

Appel l ants erroneously allege that Friedrich "fails to teach
an al ky group connected to the nitrogen atons.” As noted by the
exam ner, Friedrich's alkylene group in formula Vi1l (CHCH, is
identical to appellants' (CH,), nhotw thstanding the fact that
appellants refer to the group as al kyl rather than al kyl ene.

Appel l ants argue that the precedents relied on by the

exam ner for asserting a prima facie case of obvi ousness are not

on point. W disagree with appellants, since we find the fact

situation in Faugue, supra, to be anal ogous to the situation

here. In Fauque, the clainmed conpound differed fromthe
reference in that it contained two nethyl groups (one on each
ring, adjacent to the O aton) whereas the reference was
unsubstituted at the position adjacent to the O atom The Board
agreed with the exam ner that the clained conmpound was a
honol ogue of the conpound di sclosed in the reference and presuned
to be equivalent and stated further:

An inspection of the fornula of appellant's conmpound in
guestion discl oses an anal ogous difference over the conpound of
the prior art. The fact that two nmethyl groups are involved is

not seen to change the situation since this nerely represents the
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next hi gher honol ogue above the single nmethyl group substituted
conpound.

Appel l ants urge further that even in view of Austin's

di scl osure of a disulfonate substitution on the pendent phenyl,

the Austin disul fonate woul d not be honol ogous to the clained
structures because no guidance or notivation is given to attach
the methyls in a position ortho the the am no groups. Appellants
urge that a skilled chem st "m ght place nmethyls in a trans
format." Suffice it to say, the nethyl honol ogues woul d be prim
faci e obvious regardl ess of whether the nethyl groups were pl aced
in the ortho or the trans positions. In either case they would
be expected to have simlar properties and utilities as the dyes
di scl osed by Austin. Moreover, as noted by the exam ner, two of
the three possible positions would be ort ho.

Appel l ants urge that "orthoal kylation is neither taught nor
suggested by the applied prior art." As noted above, Friedrich
t eaches net hyl substituents on the xanthene ring, and two of the
three possible positions for substitution are ortho. Plainly,
Friedrich suggests orthoal kyl ati on.

Appel I ants al so urge that sulfonation of the pendent phenyl
at the 4 position is neither taught nor suggested. W disagree
again. Prelimnarily, it is noted that claim 14 permts
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sul fonation at any position (3, 4, 5or 6) and is not limted to
the 4 position. The exam ner has pointed out in his answer that
the sulfonic acid groups inpart water solubility to the dyes, and

that further sulfonic acid substitution would be expected to

gradually vary the solubility of these dyes. Both Austin and
Friedrich teach the sulfonation of the pendent phenyl at the 2
position as is set forth in the appealed clains. Austin clearly
teaches in colum 1, lines 48-56 the desirability of additional
sul fonate groups on the pendent phenyl group thereby generically
di scl osing sulfonation at any of the 3, 4, 5 or 6 positions.

Austin's teaching renders it prima facie obvious to sul fonate any

of the noted positions of the pendent phenyl group.
Appel l ants contend that the present invention "exhibits

significant unexpected benefits which are nore than sufficient to

overcone such a prina facie case.” It is urged that the dyes
according to the invention have marked water solubility while
retaining laser efficiency. W agree with the exam ner, however,
t hat al t hough appell ants all ege superior and unexpected results,
no evi dence has been presented of any conparison of appellants
dyes with those of the closest prior art, e.qg., the dyes

di scl osed by Austin and by Friedrich. Accordingly, it is our
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vi ew t hat appel |l ants have not net their burden to rebut the prinma

faci e case of obvi ousness.

The decision of the examner is affirned.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR 8§
1.136(a).

AFFI RVED

RONALD H SM TH
Adm ni strative Patent Judge
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APPENDI X

14. A conposition of matter having the fornmula I:
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wherein: R is nethyl and R is hydrogen; or R' is hydrogen and R
nethyl; or R-RPor R-R formpart of aliphatic heterocyclic
rings; R is hydrogen or joined with Rt or R* as descri bed above;
Ris -(CH) . +SO-, where mis 1 to 6; Xis N CHor

R R 4 3
RZ—I | R
z l f!l+— R2
R'l \ / R‘I
0)

Yis -SO- at
position 2 of the ring; and Zis -SO,- at positon 3, 4, 5 or 6 of
the ring.

. Y
16. A conposition
of matter having the C—
formula I: 7
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wherein R is alkyl, R® is hydrogen and R=H, or R* is alkyl and R
and R? are hydrogen; R is -(CH,),SO-,where mis 1 to 6; Xis N,
CH or

wherein Y is -SO,- at position 2 of the ring; and Z is -SO,- at
position 4 of the ring.



